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„MONTH(S) FROM THE MAILING DATE 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE, 
OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS 
from the mailing date of this communication. 

• If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication . 

• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 



Status 

G' Responsive to communication(s) filed on . 
K^This action is FINAL 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayte, 1935 CD. 1 1; 453 O.G. 213. 



Dlsp sition of Claims 

'Claim(s) I ~~^ } (n J 



q^i 



. is/are pending in the application. 



a Of the above claim(s)- 

□ Claim(s)- 
E^laim(s)- 

□ Claim(s)- 

□ Claim(s)- 



is/are withdrawn from consideration. 



. is/are allowed. 



is/are rejected. 
. is/are objected to. 



. are subject to restriction or election 
requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The proposed drawing correction, filed on is □ approved □ disapproved. 

□ Th drawing(s) filed on is/are objected to by the Examiner. 

□ Th specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 (a)-<d) 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 11 9(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) 



□ received in this national stage application from the International Bureau (PCT Rule 1 7.2(a)). 

•Certified copies not received: 

Attachment(s) 



□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 
[^Notice of Reference(s) Cited, PTO-892 

□ Notice of Draftsp rson's Patent Drawing Review, PTO-948 



□ Int rview Summary, PTO-413 

□ Notice of Informal Patent Application, PTO-152 

□ Other 



Office Action Summary 



U. S. Patent and Trademark Office 
PTO-326 (Rev. £37) 



Part of Paper No. 



•U.S. GPO: 1998-454-457/97505 
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DETAILED ACTION 



Claim Rejections - 35 USC § 1 12 

1. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claim 19 is rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

3. Claim 19 is indefinite because the expression "resistant to oxidation from 
500°C to between 700-800°C" is confusing. It is unclear the temperature range of 
from 500°C to 700°C is included. 



Claim Rejections - 35 USC §103 

4. The factual inquiries set forth in Graham v. John Deere Co. , 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 

obviousness or nonobviousness. 

5. This application currently names joint inventors. In considering patentability 
of the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter 
of the various claims was commonly owned at the time any inventions covered 
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therein were made absent any evidence to the contrary. Applicant is advised of the 
obligation under 37 CFR 1.56 to point out the inventor and invention dates of each 
claim that was not commonly owned at the time a later invention was made in order 
for the examiner to consider the applicability of 35 U.S.C. 103(c ) and potential 35 
U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 

6. Claims 1-4, 6-21 are rejected under 35 U.S.C. § 103 as being unpatentable 
over JP 04041676 (PTO-1449, abstract) in view of GB 2242203. 

7. The cited JP 04041676 reference(s) disclose(s) the features including the 
claimed Ni-Pt oxidation resistance alloy and step of heat said alloy at least 500 °C in 
an inert atmosphere containing reducing gas. The difference between the 
reference(s) and the claims are as follows: JP 04041676 does not disclose the many 
claimed intended uses, to heat the Ni-Pt alloy in N atmosphere, and the product has 
oxidation resistance property above 500°C. But the claimed articles have no structure 
which reads on the articles of cited references. GB 2242203 in page 8, lines 10-14 
discloses Ni-Pt alloy could be heated at temperature range of 600 to 1 000°C under an 
inert gas (such as nitrogen) to prevent air or oxygen. Therefore, it would have been 
obvious to one having ordinary skill in the art of the cited references at the time the 
invention was made to heat treat Ni-Pt alloy under inert gas atmosphere such as 
nitrogen atmosphere as taught by GB 2242203 in order to prevent oxidation during 
the heat treat process. In re Venner, 120 USPQ 193 (CCPA 1958), In re LaVerne, et 
al., 108 USPQ 335, and In reAller, etal., 105 USPQ 233. 
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8. With respect to the claimed oxidation resistance property above 500°C that 

cited JP 0404 1 676 discloses their Ni-Pt alloy is oxidation resistance. Therefore, it 

meets applicant's limitation. However, the instant claimed Ni-Pt composition, heat 

treatment step, and heat treatment gas atmosphere are overlapped by the cited 

references; consequently, the properties as recited in the instant claims would have 

inherently possessed by the teachings of the cited references. Therefore, the burden is 

on the applicant to prove that the product of the prior art does not necessarily or 

inherently possess characteristics attributed to the claimed product. In re Spade, 

911 F.2d 705, 708, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990) and 

In re Best . 195 USPQ, 430 and MPEP § 21 12.01. 

"Where the claimed and prior art products are identical 
or substantially identical in structure or composition, or are produced 
by identical or substantially identical processes, a prima facie case 
of either anticipation or obviousness has been established, In re Best, 
195 USPQ 430, 433 (CCPA 1977). 'When the PTO shows a sound 
basis for believing that the products of the applicant and the prior art 
are the same, the applicant has the burden of showing that they are not.' 
In re Spada, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). Therefore, the 
prima facie case can be rebutted by evidence showing that the prior art 
products do not necessarily possess the characteristics of the claimed 
product. In re Best, 195 USPQ 430, 433 (CCPA 1977)." 



Response to Arguments 

9. Applicant's arguments filed November 12, 2002 have been fully considered but they are 
not persuasive. 
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10. Applicant argues that the recited transitional expression "consisting essentially of 
excludes the preliminary heat treatment step required by JP '676. But, it is well settled that 
the recitation of "consisting essentially of limits the scope of a claim to the specified 
ingredients (here steps) and those that do not materially affect the basic and novel 
characteristics of a composition. Ex parte Davis, et al., 80 USPQ 448, 450 (PTO Bd. App. 
1948), In re Janakirama-Rao, 317 F. 2d 951, 137 USPQ 893, 894 (CCPA 1963), In re 
Garnero, 412 F 2d 276, 162 USPQ 221, 223 (CCPA 1969), and In re Herz, etal., 190 USPQ 
461, 463 (CCPA 1976). When applicant contends that modifying components in the 
reference composition are excluded by the recitation of "consisting essentially of" applicant has 
the burden of showing the basic and novel characteristic of his/her composition - i.e. a showing 
that the introduction of these components would materially change the characteristics of 
applicant's composition. In re De Lajarte, 337 F 2d 870, 143 USPQ 256 (CCPA 1964) and Ex 
parte Davis, etal, 80 USPQ 448, 450 (PTO Bd. App. 1948). 

1 1 . Applicant argues that the claimed oxidation resistance property would not be inherently 
possessed by JP 0404 1676. But applicant does not provide any factual evidence to 
substantiate his position. Mere argument or conclusory statements in the specification is not 
sufficient. In re Geisler, 1 16 F.3d at 1470. Moreover, JP 04041676 in abstract discloses their 
Ni-Pt alloy product is oxidation resistance. 

Conclusion 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this final action and the advisory action is not mailed until 
after the end of the THREE-MONTH shortened statutory period, then the shortened statutory 
period will expire on the date the advisory action is mailed, and any extension fee pursuant to 
37 CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of 
this final action. 



Examiner Correspondence 
Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to S. Ip whose telephone number is (703) 308-2542. The 
examiner can normally be reached on Monday to Friday from 5:30 A.M. to 2:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dr. Roy V. King, can be reached on (703)-308-l 146. 

The facsimile phone number for this Art Unit 1 742 are (703) 305-3601 (Official Paper 
only) and (703) 305-7719 (Unofficial Paper only). When filing a FAX in Technology Center 
1700, please indicate in the Header (upper right) "Official" for papers that are to be entered 
into the file, and "Unofficial" for draft documents and other communication with the PTO that 
are not for entry into the file of the application. This will expedite processing of your papers. 

Any inquiry of a general nature or relating to the status of this application shoidd be 
directed to the Group receptionist whose telephone number is (703) 308-0651. 



SIKYIN IP 
PRIMARY EXAMINER 
ART UNIT 1742 



S. Ip 

January 27, 2003 



